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DETAILED ACTION 

1 . This action is issued in response to the Amendment filed on 05/22/2007. 

2. Claiml was amended. Claims 6-29 were canceled. No claims were added. 

3. This action is made Final. 

4. Claims 1 -5 are pending in this application. 

5. Applicant's arguments filed on 05/22/2007 have been fully considered but they 
are not persuasive. 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1 - 5 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 1 is not statutory because claims they merely recite computing steps 
without producing any concrete, useful result and tangible result and/or being limited to 
a practical application within the technological arts. The method for distributing and 
caching metadata, as recited in the claim, does not output any concrete, useful, and 
tangible result. Additionally, such "files, objects, and file, object-related information" 
recited in claim 1 do not constitute at least concrete and tangible results. 

That is, it must produce a "useful, concrete and tangible result." State Street, 149 
F.3d at *>1373-74<, 47 USPQ2d at 1601-02. The purpose of this requirement is to limit 
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patent protection to inventions that possess a certain level of "real world" value, as 
opposed to subject matter that represents nothing more than an idea or concept, or is 
simply a starting point for future investigation or research (Brenner v. Manson, 383 U.S. 
519, 528-36, 148 USPQ 689, 693-96 **> (1966); In re Fisher, 421 F.3d 1365, 76 
USPQ2d 1225 (Fed. Cir. 2005); In re Ziegler, 992 F.2d 1197, 1200-03, 26 USPQ2d 
1600, 1603-06 (Fed. Cir. 1993)). 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1 - 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Xu et 
al. (Xu hereinafter) (US Patent No. 6,324,581 B1, issued: November 27, 2001). 

Regarding Claim 1 , Xu discloses a method for distributing and caching metadata 
related to files maintained in a file system, comprising the steps of: 

exchanging any of files, objects, and file-, object-related information between a 
file server and a client via an intermediary device (Col. 9, and 14, lines 59 - 66 and 61 - 
67; respectively, Xu); and 

using file handles to convey said metadata for use by said intermediary device 
and said client (Fig. 3, item 61 : "Data Mover, item 65: "Client #2", item 64: "Client #1", 
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Metadata displayed over the arrows, and item 62: "File System", and, Col. 33, lines 3 - 
8, "for a request on a remote file, CFS uses the primary id and file handle system if 
inside the file handler to find the proper ShFS, and use the inode number to find the 
snode. Anything after that should be the same as if the file is owned by a local data 
mover from the CFS point of view..."; wherein the Examiner interprets the data mover 
as the intermediate device claimed; Xu 1 ). 



Regarding Claim 2, Xu discloses a method, further comprising the step of: 
using said metadata in said file handles for any of eliminating a need for said 
intermediary device to generate additional requests to said server to establish file 
identity, and for completing client requests (Col. 32, lines 33 - 35, Xu). 



Regarding Claim 3, Xu discloses a method, further comprising the step of: 
using said intermediary device to encode metadata in the form of a session key 

into said file handle that expires after a predetermined amount of time (Col. 23, lines 47 

- 54, Xu 2 ). 



1 Additionally, and to further clarify, Xu teaches such file request and exchange is performed (Fig. 20, item 
351 : "Local File Lock?", item 353: "Global File Lock", item 355: "Does Data Mover own the file to be 
accessed?, and item 357: "Send a file lock request (including secondary's metadata version number) to 
the owner of the file", and Fig. 20, item 361 : "New Metadata from owner?", item 362: "Cache new 
metadata (and version No.) from the owner", and item 370: "Receive an acknowledgement from the 
owner and forward it to the client process", and Col. 9, lines 62 - 66, "The data mover 61 , owns the 
file system 62, and the data mover 61 exchanges metadata with the file system 62. The data mover 61 
has at least one network port 71 connected through the data network 70 to a first client 64 and a second 
client 65", Xu). 

2 Additionally, and further clarify, Xu further discloses more details (See for example, Fig. 20, item 357: 
"Send a file lock request (including secondary's metadata version number) to the owner of the file", Col. 
31 , lines 31 - 42, "...This file lock request includes the secondary data mover's metadata version 



Application/Control Number: 10/803,788 Page 5 

Art Unit: 2162 

Regarding Claim 4, Xu discloses a method, wherein said file system is an NFS 
file system (Col. 7, lines 57 - 59, Xu). 

Regarding Claim 5, Xu discloses a method, wherein said file system uses a 
stateless protocol (Col. 7, lines 57 - 59, Xu). 



number...", Wherein Examiner interprets the step of including metadata and metadata version number in 
the file lock request as the step of encoding the metadata into a file handle as claimed; Xu). 
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Response to Arguments 

1 . Applicant's arguments with respect to 35 USC § 101 rejections have been fully 
considered but they are not persuasive. 

First, applicant argues that; "Applicant's claim refers to just this method for 
distributing and caching metadata in connection with files maintained in a file system. 
The file system is a tangible and concrete thing, as are the files contained in a file 
system". However, "the file system" included in the limitation: "method for distributing 
and caching metadata in connection with files maintained in a file system" has not been 
given patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 
Such "files, objects, and file, object-related information" recited in claim 1 do not 
constitute at least concrete and tangible results. Therefore, the claims, as recited, fail to 
produce useful, concrete, and tangible result. Thus, the 35 USC § 101 rejections are 
maintained. 



2. In response to applicant's argument that "There is nothing in this teaching that 
concern the use of file handles to convey metadata for use by intermediary devices and 
the client", a recitation of the intended use of the claimed invention must result in a 
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structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 
In this case, Xu teaches the intended use and limitations of: using file handles to convey 
said metadata for use by said intermediary device and said client (Fig. 3, item 61 : "Data 
Mover, item 65: "Client #2", item 64: "Client #1", Metadata displayed over the arrows, 
and item 62: "File System", and, Col. 33, lines 3-8, "for a request on a remote file, CFS 
uses the primary id and file handle system if inside the file handler to find the proper 
ShFS, and use the inode number to find the snode. Anything after that should be the 
same as if the file is owned by a local data mover from the CFS point of view..."; 
wherein the Examiner interprets the data mover as the intermediate device claimed; 
Xu). Additionally, and to further clarify, Xu teaches such file request and exchange is 
performed (Fig. 20, item 351: "Local File Lock?", item 353: "Global File Lock", item 355: 
"Does Data Mover own the file to be accessed?, and item 357: "Send a file lock request 
(including secondary's metadata version number) to the owner of the file", and Fig. 20, 
item 361: "New Metadata from owner?", item 362: "Cache new metadata (and version 
No.) from the owner, and item 370: "Receive an acknowledgement from the owner and 
forward it to the client process", and Col. 9, lines 62 - 66, "The data mover 61 , owns 
the file system 62, and the data mover 61 exchanges metadata with the file system 62. 
The data mover 61 has at least one network port 71 connected through the data 
network 70 to a first client 64 and a second client 65", Xu). 
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3. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., that metadata in the form of a session key "may be encoded" into a file handle) are 
not recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

4. Applicant argues that the prior art fails to disclose; "encoding of metadata into a 
file handle". 

Examiner respectfully disagrees. The applied art does disclose encoding of 
metadata into a file handle (Col. 23, lines 47 - 54, Xu). Additionally, and further clarify, 
Xu discloses more details (See for example, Fig. 20, item 357: "Send a file lock request 
(including secondary's metadata version number) to the owner of the file", Col. 31 , lines 
31 - 42, "...This file lock request includes the secondary data mover's metadata version 
number...", Wherein Examiner interprets the step of including metadata and metadata 
version number in the file lock request as the step of encoding the metadata into a file 
handle as claimed; Xu). 
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Conclusion 

1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Prior Art Made Of Record 

1 . Xu et al. (US Patent No. 6,324,581 B1 , issued: November 27, 2001 ). 

2. Vahalia et al. (US Patent No. 6,389,420 B1 ). 
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